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DETAILED ACTION 



.„ the amendment flled September 21 . 2006. 
, . This action Is in response to tbe amen ^ ^ 

ApP ,icanVs agents have been «, ^ ^ ^ 

all grounds o, region. A„ regions no, rented here 

Claims 1-15 and 17-26 are ^ ^ bejng dravm 

. t0 a nonelected subiec, matter, lb. ^ ^ ^ ^ 

Claims 6, 8-9, and 25 have been amended. Cla,m 

6 9 15 17-19. and 25-26 - be addressed bere.n. 
Therefore Claims 6-9, 15. i' 

formation DisCosure Statement 

, S(I DS) submitted on 3/17/2004 has been 
, The intormation disclosure s— OOS) s ^ ^ ^ ^ _ 
considered. It is also noted that the a P P k» ^ ^ ^ 

docu men, is tound. inter a„a. ,n ,he sp ^ _ ^ ^ ^ ^ 

English language abstract. Since JP 



has been 



considered by the examiner. 
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m „«.. «— ■ - ~ -~" — -■— 

ov/1 , Tnis phrase in considered 
ofi den«fy i ng.heD N A mi croarray.T h ,sp 

unc ,earhowtheO N A m icroarra y is heing — 

asin, Rejections- 35 USCS 103 

, « . . S C 103(a) which forms the basis for all 
4 The following is a rotation of 35 UACMtW 

obviousness rejections set forth in this Office .action- ^f^elt, 

, « is and 25 remain rejected under 35 U. - 
Ciaims 6, 7. 15. 18. an 1999) in view of Stauh (US 

unpatentable over Beecham (US Pate f Wohlgemuth (U S Patent 6905827 

. «rf 9001^ and further in view of. wonig 
Patent 6187540 issued 2001) a 
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Art Unit: 1634 E „ 1K , 0 06 and reiterated 

b6lOW ' d-n 3 Cairn 6 Beecbam teacb a metbod comprising coding a sarnpie 
Regarding C«a,m from ^ , est 

-** ^ " ir n L- — monKortng ( e, H,V> or tor genelic 

sample (Abstract, Columns 4, 5, and 10). 

Bee cbam et a, do no, teaob a metbod wbicb uli.es a DNA m— . 

condition. 

Staub leacb that DNA mioroarrays oan be used to determine .be 
Howeversia b eaob ^ et a| , eaoh thatthe arrays oan comprise 

jdenlit y of newborn bab,es. Specie y ^ ^ ^ ^ 

*— ' * 0 ' iSOnUC ' e0,ide P I ons can be varied so Ibal sampie nucieic acid 
^ M ^Z^Z^<^ — alionpattern 
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App ,ication,Con«rol Number. 10/765.943 
monitoring, etc.) purposes on ,he same array 

48> ' « ha ve been obvious to one o, ordinary sKillin the art a. .he 

Accordingly, it would have been ^ ^ 

ho tn have modified the method of Beecnam 

1—-7 rrrn 

— — — - 

p,obe sets from (he samp|e . 

subiect with the sample and the test resul 

. , «.rh a method further comprising a storage 
Ueg a,dingClaim7Beechame,aUeachame 

un , c onfigured,os,ore,heident, t yofthesub ) ec,anda ^ 
Beech am e, a, feach a method where, fbe ^ « - - ^ 

. „»»ch a method further comprising obta,n,ng 

— "" ™ 1- - • — - — — 

identification informat.cn of the subject 
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and compadng ,he information on ,he card to the — n obtained ,0. the anatysis 

o, the f,rs, sat of probes to determine ■ «- «— " 
.each a method for retrieving medica, data from a datahase. The m e,hod inCudes steps 

. datahase when the — reading positive* cor,e,a,es with a biometric reading 
associated with the medioa, data stored in the datahase and dispiaying the medica, data 
only in response to the user's hipmetnc reading whose medica, reoords are be.ng 
accessed (Column 8). 

Regarding Cairn 18 Beecham teaoh a method wherein a warning is g^en when 
1 is determined as a resui, of comparison in the comparison step that the subject 

on th e medica, information card. Speedy Beecham teach that when the hiometnc 
data submitted by the user does no. match stored biometnc data the data retrieve, 
pro cess is either terminated or the user is asKed to enter new or revised biometric data 
(Column 18). This is being interpreted as a warning. 

Regarding Cairn 25 Beecham teach a method wherein the reading of the 
hyb ,idi Z a,ion pattern o, the second DNA probe group is inhibited ■ i, is defended as a 
r esu,t of —on in the companson sfep that the subject idenufied on the basis of 
th e firs, DNA probe group does no, coincide with .ha, recorded on the medrca, 
.formation card. Specify Beecham teach that when ,he biome,ric da,a submitted 
by , he user does no, ma,ch stored biome.ric da.a no s.ored medica, informa,ion can be 
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n-— -■ 

stored in the database (column 18). 

, , t ,Kr 103(a) as being unpatentable 
, claims 8 ana . remain reacted under 35 «* > ^ 

. m (US Patent 5876926 Issued 1999) m v,ew of Staub (U 
ov er Beecbam (US ^ ^ ^ ^ (urther view of 

lssue d 2001, and ^ «M» - ■ ^ ^ jR „, office 

N ob,e« e. a, (US Paten, 6362004 Issued 2002) 

Action of 6/21/2006 and reiterated below. ^ ^ 

Qta.ih and Woh gemuth are presemeu 
The teachings of Beecham, Staub. and 



indicates the second DNA probe group. 

,. h ,he use of fiducial marKs on microarrays to precisely 

-"""*; t;— ~ - ■ — - - — — - 

rrm--.— — — — 

multiple arrays on a microarray (Column 7). 

— r::— r: :::: 

time tbe invention was made ^ ^ ^ ^ ^ (he 

hau e used a DNA microarray oompnsmg a se, 
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..— — — — — — 

,ocation of each probe on the array. 

. , r ^U8C 103(a) as being unpatentable 
6 . claims 17 ana 19 remain under 35 U.S.C. gi87s4o 

„ m (US Pale nt 5876926 Issued 1999) in v,ew of Slaub (US 
°™ Beecnan, (US ^ ^ ^ ^ f ^ view o( 

,SSU6d 20 ° 1) a "7::ZZ L 2000> for - reasons se, forth in * Office 
Honda et al (US Patent 6021393 issu 

* «/o 1/9006 and reiterated below. 
ACon of 6/21/2006 Woh , 9e mu,h are presented above ,n 

The teachings of Beecham, Staub, ana 

Par39raPh4 ' , „each a melhod comprising a recording step 

Th e combined references do no, feach a mefh 

t^st results information are recoraeu u 
wherein the identification infom.at.on and , est 

patient's medical information card. 

Know about his or her morbid state by on.y present 
(Abstract and Column 3). 

^« to have modified the method of Beecnam 
time the invention was made to have m 



However 
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Art Unit: 1634 _ results are 

rdino step wherein the identity information and the test 
hav e included a reoor ^ ^ ^ ^ ^ ^ „ _ 

°" 3 H P— a medical —n oard that can store 

achieved the benefits of Honda P to 
the pa tien,s medioa, data — * medioa, = - - _ 
p hy sicians thereby cutting down on hospital m,staKes m 

RESPONSE TO ARGUMENTS ^ ^ ^ 

m the response filed September 21, 200b, «pp 
7 ' ln * ereSP ,. Howeve r the claims have been examined 

mention and ,he benefits o, their invention. However 

, , heu rec ite and the claim laguage is give the broadest 

me WoWgernuth re ,erence does 

interpretation. The applicants main a g 

all analyzed by 

* 7~ m J„ . - — 

+ h«ri This arqument has been uiuy ^ 
a hybridization method. Th.s arg exDreS sion for diagnostics any 

method Known in the art can be used. 

>— ■ - * COmbm3 I' le. expression patterns can be evaiuated 

by northern analysis, PCR. 

one or more molecular beacon. hybnd, Z at, n» an ^ _ ^ 

toacON A array,hybr,di Z a,iontoapo = ^ea _ ^ ^ _ 

Wohlgemuth does in fact teacn xna 
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m icroarray can b e na - ^ ^ ^ ^ ^ 

— k " 0W " art ' ss „ based upon improper hindsight — « 

examined condusion of obv.ousness . based P ^ 

that any judgment on obviousness ,s ,n a sense 
mustberecogmzedfha.any, But so ,ong as if takes into account 

.construction based upon hindsight reasonrng. 

disclosure, sucb a reconstruction ,s proper. 

n«»lCCPA1»71) Additionally the applicants argue that probe gr 
USPQ 209 (CCPA 1971) This argument has been fully 

«.n be used to identify markers of a particular d.sease 
on the array can be usea xo Wohlgemuth 
the otber set can be used tor diagnoslic or prognostic purp. s^ . ^ 
doesinlactteacbtbattbedinetentsubsetscseguencesontbemrcr 



different purposes. 

Conclusion 



7 . TH1S ACT.ON ,S MADE FINAL. Applicant is reminded o, tbe extension ot time 

** in37CFR1 ' 13 T f or r ep,y,,b,s f ,na, action is setto expire THREE 
A shortened statutory period for reply to 

MONTHS ftom the mailing dafe of this action, in the ^ 

••• ^ot^ of this final action and the advisory o 
TWO MONTHS of the mailing date of this 
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, the THREE-MONTH shortened statutory P— • *" 
mai ,ed unfit after the end of TH ^ ^ ^ apd any 

shortened statutory period w,» exprre on me eta ^ date q( 

^7 rFR 1 136(a) will be calculated 
extension fee pursuant to 37 CFR - ^ ^ ^ later 

,„ no event however, will the statutory p 
the advisory action. In no event, 

than S,X MONTHS from the maiiin, date ^ _ _ , he 

' Any concern. «• — - - te.ep.oue number is ,71, 

272-8668. The examiner can normally exar niner's 

supervisor. Ram Struma can be teached * ^ ^ ^ 

th eor g an, Z a, i onwberetb i sapp,ca„onorprooee 

din9 the status o, an appKcabon may be obtained from .be 
formation re 9 ard,n a the s ^ for 

Patent Application information Retrieve ^ ^ ^ ^ ^ pwR 

publi sbed applications may be obtarned .ro- ^ ^ ^ ^ 

statu s information tor unpublrshed aprons ^^^ u> ^ should 

w«..t the PAIR system, see http»P<* 
For m ore informafion about PA ^ ^ ^ 

you have questions on access to the 
Business Center (EBC) at 866-217-9197 (toll-ftee). 




Amanda M. Shaw smUK^S&MNS* 
Examiner ^^^W^e***" 
Art Unit 1634 gopefWtS*-' ' 



